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Claims 1-31 are pending in this application which should be reviewed for errors. 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-10, 14-19, 21-23 and 28 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Hashimoto et al. who disclose anticipating compounds such as 2-[4-[[4'- 
chloro-4-[(methylsulfonyl)amino][1,1'-biphenyl]-2-yl]methoxy]phenyl]-1-cyclohexyl-1H- 
benzimidazole-5-carboxyclic acid. 

Claims 1-6, 10, 14-19, 21-23 and 28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Prasit et al. who disclose the anticipating compound 1 -[4-chloro-4'- 
[methylsulfonyl)amino][1,1'-biphenyl]-3-yl]-N-(cyanomethyl)-4-methyl-2- 
pyrrolidinecarboxamide. 

Claims 1,10, 14-17, 18, 19, 21-23 and 28 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Akasaka et al. who disclose the anticipating compound N-[2,2',4'- 
trichloro-5-(4-ethyl-1 -piperazinyl)[1 ,1 '-biphenyl]-3-yl]-1 -propanesulfonamide. 

Claims 1-7, 10-23 and 28-31 arerejected under 35 U.S.C. 102(b) as being 
anticipated by Harrington et al. who disclose anticipating compounds such as N-(4- 
chloro[1,1'-biphenyl]-4-yl)-1,1,1-trifluoromethanesulfonamide. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-10, 14-19, 21-23 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over by Hashimoto et al. who disclose anticipating compounds such as 2- 
[4-[[4'-chloro-4-[(methylsulfonyl)amino][1 ,1 '-biphenyl]-2-yl]methoxy]phenyl]-1 -cyclohexyl- 
1H-benzimidazole-5-carboxyclic acid and generically disclosed compounds useful 
against hepatitis C. The instant invention differs from Hashimoto et al. in that not all 
possible generially overlapping compounds have been actually made. It would have 
been prima facie obvious at the time the invention was made to one of ordinary skill in 
the art to make additional generically overlapping compounds in view of the anticipating 
compounds and to expect to produce additional compounds active against hepatitis C. 

Claims 1-6, 10, 14-19, 21-23 and 28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Prasit et al. who disclose the anticipating compound 1-[4- 
chloro-4'-[methylsulfonyl)amino][1,1'-biphenyl]-3-yl]-N-(cyanomethyl)-4-methyl-2- 
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pyrrol id inecarboxamide and generically disclosed compounds useful against 
osteoporosis. The instant invention differs from Prasit et al. in that not all possible 
generially overlapping compounds have been actually made. It would have been prima 
facie obvious at the time the invention was made to one of ordinary skill in the art to 
make additional generically overlapping compounds in view of the anticipating 
compound and to expect to produce additional compounds active against osteoporosis. 

Claims 1,10, 14-17, 18, 19, 21-23 and 28 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Akasaka et al. who disclose the anticipating compound N- 
[2,2',4'-trichloro-5-(4-ethyl-1-piperazinyl)[1,1'-biphenyl]-3-yl]-1-propanesulfonamide and 
generically disclosed compounds useful in ameliorating mental disorders. The instant 
invention differs from Akasaka et al. in that not all possible generially overlapping 
compounds have been actually made. It would have been prima facie obvious at the 
time the invention was made to one of ordinary skill in the art to make additional 
generically overlapping compounds in view of the anticipating compound and to expect 
to produce additional compounds active useful in ameliorating mental disorders. 

Claims 1-7, 10-23 and 28-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Harrington et al. who disclose anticipating compounds such as N-(4- 
chloro[1,1'-biphenyl]-4-yl)-1,1,1-trifluoromethanesulfonamide and generically disclosed 
compounds useful against fungi and as antiinflammatories. The instant invention 
differs from that of Harrington in that not all possible generially overlapping compounds 
have been actually made. It would have been prima facie obvious at the time the 
invention was made to one of ordinary skill in the art to make additional generically 
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overlapping compounds in view of tlie anticipating compounds and to expect to produce 
additional compounds active fungi and as antiinflammatories. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 28-31 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for treating ovarian cancer with the compounds 
specifically shown in the specification, does not reasonably provide enablement for the 
treatment of all cancer. The specification does not enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention commensurate in scope with these claims. Applicants' claims broadly read on 
a method of modulating KSP kinesin activity, a method of treating a disease of 
proliferating cells or of a method of treating cancer. The treatment of cancer is known to 
be problematic and although the level of skill in the art is high, applicants only test 
against one cell line. In the specification only a few compounds are actually made and 
although more compounds are listed, these are only a few of the large number 
encompassed by applicants' generic claim. Undue experimentation would be required 
to know which compounds would be effective against all of the various types of cancer. 

Claims 24-26 are allowable but objected to as dependent on rejected claims. 
Claim 27 is allowable. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571)272-0642. 



Application/Control Number: 10/583,403 Page 6 

Art Unit: 1621 

/Peter G O'Sullivan/ 

Primary Examiner, Art Unit 1621 



